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Remarks 

The Office Action mailed Febniaty 2, 2004 has been carefully reviewed and the 
foregoing amendment has been made in consequence thereof. 

Claims 1-34 are now pending in this application. Claims 1-34 stand rejected. 

The rejection of Claims 1-5, 7, 8, and 31-33 under 35U.S.C. §103 as bedng 
unpatentable over Chau (US 6,090^285) is respectfully traversed. 

Chau describes a water treatment system (10) that includes a water softener tank (12) 
containing ion exchange media (14). The tank includes an opening (16) configure to mount a 
control unit (18) therein. A pretreatment unit (30) including a pretreatment medium (42) is 
positioned inside the water softener tank, The pretreatment unit is configured to regenerate 
the ion exchange medium. Notably, Chau does not describe nor suggest a regeneration tank 
positioned outside the water softener assembly and in flow communication with a water 
softener assembly. 

Applicants respectfully submit that the Section 103 rejection of the presently pending 
claims is not a proper rejection. As is well established, the mere assertion that the choosing 
of a random time or selecting a key stroke sequence is within the ordinary skill of the art does 
not support a prima facie obvious rejection. Rather, each allegation of what would have been 
an obvious matter of design choice must always be supported by citation to some reference 
work recognized as standard in the pertinent art and the Applicants given the opportunity to 
challenge the correctness of the assertion or the notoriety or repute of the cited reference, 
^plicants have not been provided with the citation to any reference supporting the 
combination made in the rejection. The rejection, therefore, fails to provide the Applicants 
with a fair opportunity to respond to the rejection, and fails to provide the Applicants with the 
opportunity to challenge the correctness of the rejection. 

Furthermore, Applicants respectf\illy submit that a prima facie case of obviousness 
has not been established. As explained by the Federal Cirouit> "to establish obviousness 
based on a combination of the elements disclosed in the prior art, tiiere must be some 
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motivation, suggestion or teaching of the desirability of making the specific combination that 
was made by the applicant." In re Kotzab. 54 USPQ2d 1308, 1316 (Fed. Cir. 2000). MPEP 
2143,01. 

Moreover, the Federal Circuit has determined that: 

[I]t is unpermissible to use the claimed invention as an instruction manual or 
"template" to piece together the teachings of the prior art so that the claimed invention is 
rendered obvious. This court has previously stated that cannot u$e hindsight 

reconstruction to pick and choose among isolated disclosures in the prior art to deprecate the 
claimed invention." 

In re Fitch. 23 USPQ2d 1780, 1784 (Fed. Cir. 1992). Further, under Section 103, "it 
is impermissible ... to pick and choose from any one reference only $o much of it as will 
support a given position, to the exclusion of other parts necessary to the full appreciation of 
what such reference fairly suggests to one of ordinary skill in the art/' tn re Wesslau . 147 
USPQ 391, 393 (CCPA 1965). Rather, there must be some suggestion, outside of 
Applicants' disclosure, in the prior art to combine such inferences, and a reasonable 
expectation of success must be both found in the prior art, and not based on Applicants' 
disclosure. InrcVacck, 20 U.S.P.Q.2d 1436 (Fed, Cir. 1991). 

In the present case, neither a suggestion nor motivation to modify the oited art, nor 
any reasonable expectation of success, has been shown. Rather, the Section 103 rejection 
appears to be based on a hindsight reconstruction in which a disclosure and an isolated 
assertion have been picked and chosen in an attempt to deprecate the present invwtion. Of 
course, such a combination is impennissible, and for this reason alone, Applicants request 
that the Section 103 rejection of Claims 1-5, 7, 8, and 3 1-33 be withdrawn. 

Furthermore, Applicants respectfully submit that no motivation nor teaching for the 
modifications can be found within Chau. Specifically, as described herein, Applicants 
respectfully submit that Chau teaches away fiom the present invention. 

If art "teaches away" fix>m a claimed invention, such a teaching supports the 
nonobviousness of the invention. U.S. v, Adams . 148 USPQ 479 (1966); Gillette Co, v. S.C. 
Johnson & Son. Inc.. 16 USPQ2d 1923, 1927 (Fed. Cir. 1990). In light of this standard, it is 
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respectfully submitted that the cited art, as a whole, is not suggestive of the presently claimed 
invention, More specifically, Applicants respectfully submit that Chau teaches away from 
the present invention, and as such. Applicants request that the Section 103 rejection of Claims 
1-5, 7, 8, and 31-33 be withdrawn. 

Further^ and to the extent understood^ Chau does not describe nor suggest the claimed 
combination, and as such, the presently pending claims arc patentably distinguishable from 
the cited combination. Specifically, Claim 1 recites a water softener system that includes 
"...a modular water softener assembly... and a regeneration tank positioned outside said 
water softens assembly and in flow communication with said water softener assmbly. . 

Chau does not describe or suggest a water softener system that includes a modular 
water softener assembly and a regeneration tank positioned outside the water softener 
assembly and in flow communication with the water softener assembly. Specifically^ Chau 
does not describe or suggest a regeneration tank positioned outside a water softener assembly 
and in flow communication with a water softener assembly. Rather, Chau describes a 
regeneration tank positioned inside and in flow conmumication with a water softener 
assembly. For the reasons set forth above^ Claim 1 is submitted to be patentable over Chau. 

Claims 2-5, 7, and 8 depend from independent Claim 1. When the recitations of 
Claims 2-5, 7, and 8 are considered in combination with the recitations of Claim 1, 
Applicants submit that dependent Claims 2-5, 7, and 8 likewise are patentable over Chau. 

Claim 31 recites "a method for installing a modular water softener assembly between 
and supported by a hard water flow pipe and an outlet pipe, the method 
comprising. ..coupling an extemal regeneration tank outside and in flow communication with 
the water softening assembly." 

Chau does not describe or suggest a method for installing a modular wat^ softener 
assembly between and supported by a hard water flow pipe and an outlet pipe, wherein the 
method includes coupling an extemal regeneration tank outside and in flow communication 
with the water softening assembly^ Specifically, Chau does not describe or suggest a method 
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for installing a modular water softener assembly that includes coupling an extemal 
regeneration tank outside and in flow communication with the water softening assembly. 
Rather, Chau describes a regeneration tank positioned inside and in flow communication with 
a water softener assembly. For the reasons set forth above. Claim 31 is submitted to be 
patentable over Chau. 

Claims 32 and 33 depend from independent Claim 31. When the recitations of 
Claims 32 and 33 are considered in combination with the recitations of Claim 31, Applicants 
submit that dependent Claims 32 and 33 likewise are patentable over Chau. 

For the reasons set forth above. Applicants respectfully request that the Section 103 
rej ection of Claims 1 -5, 7, 8, and 3 1 -33 be withdrawn. 

The rejection of Claim 6 under 35 U.S.C. § 103 as being impatentable over Chau in 
view of Nowlin et aL C'NowIin")(US 5,464,532) is respectfully traversed. 

Chau is described above. Nowlin describes a water softening system using resin 
beads (26 and 28). The resin beads are positioned in a pressure tank (10) on top of a layer of 
gravel (24). Notably, Nowlin does not describe or suggest a regeneration tank positioned 
outside the water softener assembly and in flow communication with a water softener 
assembly. 

Applicants respectfully submit that the Section 103 rejection of the presently pending 
claims is not a proper rejection. Obviousness cannot be established by merely suggesting 
that it would have been an obvious to one of ordinary skill in the art to modify Chau in view 
of Nowlin. More specifically, as is well established, obviousness cannot be established by 
combining the teachings of the cited art to produce the claimed inv^ition, absent some 
teaching, suggestion, or incentive supporting the combination. Neither Chau nor Nowlin, 
considered alone or in combination, describes or suggests the claimed combination. 
Furtheimore, in contrast to the assertion within the OfSce Action, Applicants respectfully 
submit that it would not be obvious to one skilled in the art to combine Chau with Nowlin 
because there is no motivation to combine the references suggested in the art. Rather, the 
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Examiner has not pointed to any prior art that teaches or suggests to combine the disclosures. 
Other than Applicants' own teaching. Only the conclusory statement that "[i]t would have 
been obvious to a person having ordinary skill in the art at the time the invention was made 
to provide the water softening resin beads as taught by Nowlin et al in the water softener 
system of Chau since it is well known in the art that resin beads effectively remove hardness 
ion$ &om tiie hard water to be processed** suggests combining the disclosures. 

More specifically^ it is respectfully submitted that a prima facie case of obviousness 
has not been established. As explained by the Federal Circuity "to establish obviousness 
based on a combination of the elements disclosed in the prior art^ there must be some 
motivation, suggestion or teaching of the desirability of making the specific combination that 
was made by the applicant/* In re Kotzab , 54 USPQ2d 1308, 1316 (Fed, Cir, 2000), MPEP 
2143.01. 

Moreover, the Federal Circuit has determined that: 

[I]t is impermissible to use the claimed invention as an instruction manual or 
"template" to piece together the teachings of the prior art so that the claimed invention is 
rendered obvious. This court has previously stated that "[o]ne cannot use hindsight 
reconstruction to pick and choose among isolated disclosures in the prior art to deprecate the 
claimed invention." 

In re Fitch, 23 USPQZd 1780, 1784 (Fed. Cir, 1992). Further, under Section 103. "it 
is impermissible ... to pick and choose from any one reference only so much of it as will 
support a given position, to the exclusion of other parts necessary to the fiill appreciation of 
what such reference fairly suggests to one of ordinary skill in the art." In re Wesslau, 147 
USPQ 391, 393 (CCPA 1965). Rather, there must be some suggestion, outside of 
Applicants' disclosure, in the prior art to combine such references, and a reasonable 
expectation of success must be both found in the prior art, and not based on Applicants* 
disclosure. InreVaeck. 20 U.S.P.Q.2d 1436 (Fed. Cir. 1991). 

The present Section 103 rejection is based on a combination of teachings selected in 
an attempt to arrive at the claimed invention. Specifically, Chau is cited for a regeneration 
tank positioned inside a water softener assembly, and Nowlin is cited for using water 
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softening resin beads. Since there is no teaching nor suggestion in the cited art for the 
claimed combination, the Section 103 rejection appears to be based on a hindsight 
reconstruction in which isolated disclosures have been picked and chosen in an attempt to 
deprecate the present invention. Of course, such a combination is impermissible, and for this 
reason alone> AppUcants request that the Section 103 rejection of Claim 6 be withdrawn. 

In addition, in the present case, neither a suggestion nor motivation to combine the 
cited artj nor any reasonable expectation of success has been shown. More specifically, 
neither Chau nor Nowlin, considered alone or in combination, describe or suggest a water 
softener system that includes a modular water softener assembly and a regeneration tank 
positioned outside the water softener assembly and in flow communication with the water 
softener assembly. 

If art "teaches away" from a claimed invention, such a teaching supports the 
nonobviousness of the invCTtion, U.S. v. Adams> 148 USPQ 479 (1966); Gillette Co. v. S.C. 
Johnson & Son. Inc.. 16 USPQ2d 1923, 1927 (Fed. Cir. 1990). In light of this standard, it is 
respectftiUy submitted that the cited ait, as a whole, is not suggestive of the presently claimed 
invention. More specifically^ Applicants respectfully submit that the combination of Chau 
and Nowlin teach away from each other, as well as the present invention, and as such, there is 
no suggestion or motivation to combine Chau and Nowlin. 

Further, and to the extent understood, neither Chau nor Nowlin, considered alone or in 
combination, describe or suggest the claimed combination, and as such, the presently pending 
claims are patentably distinguishable from the cited combination. Specifically, Claim 6 
depends from Claim 1 which recites a water softener system that includes "a modular water 
softener assembly... and a regeneration tank positioned outside said water softener assembly 
and in flow commimication with said water softener assembly. - . /' 

Neither Chau nor Nowlin, considered alone or in combination, describe or suggest a 
water softener system that includes a modular water softener assembly and a regeneration 
tank positioned outside the water softener assembly and in flow communication with the 
water softener assembly. Specifically, neither Chau nor Nowlin, considered alone or in 
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combination, describe or suggest a regeneration tank positioned outside a water softener 
assembly and in flow communication with a water softener assembly. Rather, Chau 
describes a regeneration tank positioned inside a water softener assembly and Nowlin 
describes a water soften configured to use water softening resin beads. For at least the 
reasons $et forth above. Claim 1 is submitted to be patentable over Chau in view of Nowlin. 

For the reasons set forth above. Applicants respectMly request that the Section 103 
rejection of Claim 6 be withdrawn. 

The rejection of Claims 9-14 and 34 under 35U.S.C. § 103 as being unpatentable 
over Chau in view of Lyall (US 3,385,441) is respectfully traversed. 

Chau is described above. Lyall describes a water softener (10) adapted to be mounted 
to a water supply line (11), The water softener includes a housing (14) configured to receive 
sufficient water material to produce ajjproximately 10 to 20 gallons of soft water with an 
influent hardness of approximately 20 grains per gallon. Notably, Lyall does not describe not 
suggest a regeneration tank positioned outside the water softener assembly and in flow 
communication with a water softener assembly. 

Applicants respectflilly submit that the Section 103 rejection of the presently pending 
claims is not a proper rejection. Obviousness cannot be estabUshed by merely suggesting that 
it would have been an obvious to one of ordinary skill in the art to modify Chau in view of 
Lyall. More specifically^ as is well established, obviousness cannot be established by 
combining the teachings of the cited art to produce the claimed invention, absent some 
teaching, suggestion, or incentive supporting the combination. Neither Chau nor Lyall* 
considered alone or in combination, describes or suggests the claimed combination. 
Furthermore, in contrast to the assertion within the Office Action, Applicants respectfully 
submit that it would not be obvious to one skilled in the art to combine Chau with Lyall 
because there is no motivation to combine the references suggested in the art. Rather, the 
Examiner has not pointed to any prior art that teaches or suggests to combine the disclosures, 
other than Applicants* own teaching. Only the conclxisory statement that "[i]t would have 
been obvious to a person having ordinary skill in the art at the time the invention was made to 
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provide a water softener system with the grain capacity as taught by Lyail in the water 
softener system of Cbau since with this edacity the softener would receive sufficient water 
softening and treating material to provide sufiBcient soft water for the system*' suggests 
combining the disclosures. 

More specifically, it is respectfully submitted that a prima facie case of obviousness 
has not been established. As explained by the FederaJ Circuit, '"to establish obviousness 
based on a combination of the elements disclosed in the prior ajt» there must be some 
motivation, suggestion or teaching of the desirability of making the specific combination that 
was made by the ^plicant." hLre Kotzab, 54 USPQ2d 1308» 1316 (Fed. Cir. 2000), MPEP 
2143.01. 

Moreover, the Federal Circuit has det^mined that: 

[IJt is impermissible to use the claimed invention as an instruction manual or 
"template" to piece together the teachings of the prior art so that the claimed invention is 
rendered obvious. This court has previously stated that "[o]ne cannot use hindsight 
reconstruction to pick and choose among isolated disclosures in the prior art to deprecate the 
claimed invention." 

In re Fitch. 23 USPQ2d 1780, 1784 (Fed, Cir. 1992). Further, under Section 103, "it 
is inqpermissible « . , to pick and choose fiom any one reference only so much of it as will 
support a given position, to the exclusion of other parts necessary to the full appreciation of 
what such reference fairly suggests to one of ordinary skill in the art." In re Wesslau. 147 
USPQ 391, 393 (CCPA 1965). Rather» there must be some suggestion, outside of 
Applicants* disclosure, in the prior art to combine such references, and a reasonable 
expectation of success must be both found in the prior art, and not based on Applicants* 
disclosure. InrcVacck. 20U.S.F.Q,2d 1436 (Fed- Cir, 1991). 

The present Section 103 rejection is based on a combination of teachings selected in 
an attempt to arrive at the claimed invention. Specifically, Chau is cited a regeneration tank 
positioned inside a water softener assembly and Lyall is cited for a water soften configured to 
receive sufficient water material to produce approximately 10 to 20 gallons of soft water. 
The Section 103 rejection appears to be based on a hindsight reconstruction in which isolated 
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disclosures have been picked and chosen in an attempt to deprecate the present invention. Of 
course, such a combination is impermissible, and for this reason alone, Applicants request 
that the Section 103 rejection of Claims 9-14 and 34 be withdrawn. 

In addition, in the present case^ neither a suggestion nor motivation to combine the 
cited artp nor any reasonable expectation of success has bcM shown. More specifically, 
neither Chau nor Lyall, considered alone or in combination, describe nor suggest a water 
softener system that includes a modular water softener assembly and a regeneration tank 
positioned outside the water softener assembly and in flow comoniinication with the water 
softener assembly. 

If art "teaches away" from a claimed invention, such a teaching supports the 
nonobviousness of the invention. Ilfi, v_ AHarr^^, 148 USPQ 479 (1966); Gillette Co. v. S.C. 
Jolmson & Son, Inc.- 16 USPQ2d 1923, 1927 (Fed. Cir. 1990). hi light of this standard, it is 
respect&Uy submitted that tiie cited art, as a whole, is not suggestive of the presently claimed 
invention. More specifically. Applicants respectfully submit that the combination of Chau 
and Lyall teach away fix>m each other, as well a$ the present invention, and as such, there is 
no suggestion or motivation to combine Chau and Lyall. 

Further, and to the extent understood, neither Chau nor Lyall, considered alone or in 
combination, describe or suggest the claimed combination, and as such, the presently pending 
claims are patentably distinguishable from the cited combination. Specifically, Claims 9-11 
depend from Claim 1 which recites a water softener system that includes *\ . ,a modular water 
softener assembly... and a regeneration tank positioned outside said water softener assembly 
and in flow conmiunication with said water softener assembly. . . 

Neither Chau nor L3rall, considered alone or in combination^ describe or suggest a 
water softener system that includes a modular water softener assembly and a regeneration 
tank positioned outside the water softener assembly and in flow communication with the 
water softener assembly. Specifically, neither Chau nor Lyall, considered alone or in 
combination, describe or suggest a regeneration tank positioned outside a water softener 
assembly and in flow communication with a water softener assembly. Rather, Chau 
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describes a tegeneration tank positioned inside a water softener assembly and Lyall describes 
a water soften configured to receive safBcient water material to produce approximately 10 to 
20 gallons of soft water. For at least the reasons set forth above. Claim 1 is submitted to be 
patentable over Chan in view of LyalL 

Claims 9-1 1 depend fiom independent Claim 1 . When the recitations of Claims 9-11 
are considered in combination with the recitations of Claim 1, Applicants submit that 
dependent Claims 9-11 likewise are patentable over Chau in view of Lyall. 

Claim 12 recites a water softener system comprising "a modidar water softener 
assembly... and a regeneration tank positioned outside said water softener assembly and in 
flow communication with said water softener assembly.. 

Neither Chau nor Lyall, considered alone or in combination, describe or suggest a 
water softener system that includes a modular water softener assembly and a regeneration 
tank positioned outside the water softener assembly and in flow communication with the 
water softener assembly. Specifically, neither Chau nor Lyall, considered alone or in 
combination^ describe or suggest a regeneration tank positioned outside a water softener 
assembly and in flow communication with a water softener assembly. Rather, Chau 
describes a regeneration tank positioned inside a water softener assembly and Lyall describes 
a water soften configured to receive sufficient water mateiial.to produce approximately 10 to 
20 gallons of soft water. For at least the reasons set forth above, Claim 19 is submitted to be 
patentable over Chau in view of Lyall. 

Claims 13-14 depend from independent Claim 12. When the recitations of Claims 13- 
14 are considered in combination with the recitations of Claim 12, Applicants submit that 
dependent Claims 1 3-14 are likewise patmtable over Chau in view of Lyall. 

Claim 31 recites "a method for installing a modular water softener assembly between 
and supported by a hard water flow pipe and an outlet pipe, the method comprising. . . 
coupling an external regeneration tank outside and in flow communication vdth the water 
softening assembly." 
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Neither Chau nor Lyall, considered alone or in combination, describe or suggest a 
metfiod for installing a modular water softener assembly between and supported by a hard 
water flow pipe and an outlet pipe, wherein the method includes coupling an external 
regeneration tank outside and in flow communication with the water softening assembly. 
Specifically, neither Chau nor Lyall, considered alone or in combination, describe or suggest 
a method for installing a modular water softener assembly that includes coupling an external 
regeneration tank outside and in flow communication with the water softening assembly. 
Rather, Chau describes a regen«::ation tank positioned inside a water softener assembly and 
Lyall describes a water soften configured to receive sufficient water material to produce 
approximately 10 to 20 gallons of soft water. For at least the reasons set forth above> Claim 
3 1 is submitted to be patentable over Chau in view of Lyall. 

Claim 34 depends from independent Claim 31. When the recitations of Claim 34 arc 
considered in combination with the recitations of Claim 31, Applicants submit that dependent 
Claim 34 is likewise patentable over Chau in view of LyalL 

For the reasons set forth above. Applicants respectfully request that the Section 103 
rejection of Claims 9-14 and 34 be withdrawn. 

The rejection of Claims 15-30 under 35 U.S.C. § 103(a) as being unpatentable over 
Chau in view of Lyall, and further in view of Lim et al. ("Lim*') (US 4,518,505) is 
respectfully traversed, 

Chau and Lyall are described above. 

Lim describes a process for heating and softening hard water using direct heat 
exchange. Production effluent jQrom one or more well is passed via a line (1) to a deoiling 
stage (2) where production stem is separated into oil and water phases. The deoiled water is 
stored in a tank (5) and pumped via a pump (7) via a line (6) to a suitable reaction zone (10) 
where it is heated by steam issuing from a sparger (1 1). The heated water is then withdrawn 
through a line (16) to a filtration unit Notably, Lyall does not describe not suggest a 
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regeneration tank positioned outside the water softener assembly and in flow communication 
with a water softener assembly. 

Applicants respectfully submit that the Section 103 rejection of the presently pending 
claims is not a proper rejection. Obviousness cannot be established by merely suggesting that 
it would have been an obvious to one of ordinary skill in the art to modify any of Chau or 
Lyall according to the teachings of Lim. More specifically, as is well established, 
obviousness cannot be established by combining the teachings of the cited art to produce the 
claimed invention* absent some teaching, suggestion, or incentive supporting the 
combination. None of Chau, Lyall, or Lim, considered alone or in combination, describe or 
suiigcst the claimed combination. Furthermore, in contrast to the assertion within the OfRce 
Action, Applicants respectfully submit that it would not be obvious to one skilled in the art to 
combine Chau with Lyall and Lim, because there is no motivation to combine the references 
suggested in the art. Rather, the Examiner has not pointed to any prior art that teaches or 
suggests to combine the disclosures, other than Applicants* own teaching. Only the 
conclusory statement that **Ii]t would have been obvious to one of ordinary skill in the art at 
the time the invention was made to provide a heater as taught by Lim in the water softener of 
Chau since it is well known in the art that heating the hand water in order to enable or 
accelerate the chemical reactions leading to the precipitation of the scale fomiing the divalent 
material ions" suggests combining the disclosures. 

More specifically, it is respectfully submitted that a prima facie case of obviousness 
has not been established. As explained by the Federal Circuit, **to establish obviousness 
based on a combination of the elements disclosed in the prior art, there must be some 
motivation, suggestion or teaching of the desirability of making the specific combination that 
was made by the applicant." In re Kotzab, 54 USPQ2d 1308, 1316 (Fed. Cir. 2000). MPEP 
2143.01. 

Moreover, the Federal Circuit has detennined that: 

[r|t is impermissible to use the claimed invention as an instruction manual or 
"template" to piece together the teachings of the prior art so that the claimed invention is 
rendered obvious. This court has previously stated that "[o]ne cannot use hindsight 
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reconstruction to pick and choose among isolated disclosures in the prior art to deprecate the 
claimed invention." 

In re Fitch. 23 USPQ2d 1780, 1784 (Fed. Cir. 1992). Further, under Section 103. "it 
is impermissible . _ to pick and choose from any one reference only so much of it as will 
support a given position, to the exclusion of other parts necessary to the full f^preciation of 
what such refemce fairly suggests to one of ordinary skill in the art." In re Wesslau. 147 
USPQ 391, 393 (CCPA 1965). Rather, there muist be some suggestion, outside of 
Applicants* disclosure, in the prior art to combine such references, and a reasonable 
expectation of success must be both found in the prior art, and not based on Applicants' 
disclosure. rnre Vaeck, 20U.S.P.Q.2d 1436 (Fed, Cir, 1991). 

The present Section 103 rejection is based on a combination of teachings selected in 
an attempt to arrive at the claimed invention. Specifically, Chan is cited a regeneration tank 
positioned inside a water softener assembly, Lyall is cited for a water soften configured to 
receive sufficient water material to produce ^proximately 10 to 20 gallons of soft water, and 
Lim is cited for a process for heating and softening hard water using direct heat exchange. 
Since there is no teaching nor suggestion in the cited art for the claimed combination, the 
Section 103 rejection appears to be based on a hindsight reconstruction in which isolated 
disclosures have been picked and chosen in an attempt to deprecate the present invention. Of 
course, such a combination is impennissible, and for this reason alone. Applicants request 
that the Section 103 rejection of Claims 15-30 be withdrawn. 

In addition, in the present case, neither a suggestion nor motivation to combine the 
cited art, nor any reasonable expectation of success has been shown. More specifically, none 
of Chau, Lyall, and Lim, considered alone or in combination, describe or suggest a hot-side 
water softener system that includes a modular water softener assembly and a regeneration 
tank positioned outside the water softener assembly and in flow communication with the 
water softener assembly. 

If art '^teaches away" from a claimed invmtion, such a teaching supports the 
nonobviousness of the invention, U.S. v, Adams > 148 USPQ 479 (1966); Gillette Co. v. S.C. 
Johnson & Son, Inc.- 16 USPQ2d 1923, 1927 (Fed. Cir. 1990). In light of this standard, it is 
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respectfully submitted that the cited art, as a whole, is not suggestive of the presently claimed 
invention. More specifically, Applicants respectfully submit that the combination of Chau, 
Lyall, and Lim teach away from each other, as well as the present invention, and as such, 
there is no suggestion or motivation to combine Chau with Lyall and Lim. 

Fuither, and to the extent understood, none of Chau, Lyall, and Lim, considered alone 
or in combination, describe or suggest the claimed combination, and as such, the presendy 
pending claims are patentably distinguishable from the cited combination. Specifically. 
Claims 16-27 depend from Claim 15 which recites a hot-side water softener system that 
includes "a modular water softener assembly .. .and a regeneration tank positioned outside 
said water softens assembly and in flow communication with said water softener 
assembly....** 

None of Chau, Lyall, and Lim, considered alone or in combination, describe or 
suggest a hot-side water softener system that includes a modular water softener assembly and 
a regeneration tank positioned outside the water softener assembly and in flow 
communication with the water softener assembly. Specifically, none of Chau, Lyall, and 
Lim, considered alone or in combination, describe or suggest a regeneration tank positioned 
outside a water softener assembly and in flow oontmiunication with a water softener 
assembly. Rather, Chau describes a regeneration tank positioned inside a water softener 
assembly, Lyall describes a water soften configured to receive sufficient water material to 
produce approximately 10 to 20 gallons of soft water, and Lim describes a process for heating, 
and softening hard water using direct heat exchange. For at least the reasons set forth above, 
Claim IS is submitted to be patentable over Chau in view of LyaU and Lim. 

Claims 1 6-27 depend firom independmt Claim 15. When the recitations of Claims 16- 
27 are considered in combination with the recitations of Claim 15, Applicants submit that 
dependent Claims 16-27 likewise are patentable over Chau in view of Lyall and Lim. 

ClEiim 28 recites a hot-side water softener system that includes "a modular water 
softener assembly,.. and a regeneration tank positioned outside said water softener assembly 
and in flow communication with said water softener assembly. . 
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None of Chau, Lyall» and Lim, considered alone or in combination, describe or 
suggest a hot-side water softener system that includes a modular water softener assembly and 
a regeneration tank positioned outside the water softener assembly and in flow 
communication with the water softens assembly. Specifically, none of Chau, Lyall, and 
Lim, considered alone or in combination^ describe or suggest a regeneration tank positioned 
outside a water softener assembly and in flow communication with a water softener 
assembly. Rather. Chau desciibes a regeneration tank positioned inside a water softener 
assembly, LyaU describes a water soften configured to receive sufficient water material to 
produce approximately 10 to 20 gallons of soft water, and Lim describes a process for heating 
and softening hard water using direct heat exchange. For at least the reasons set forth above, 
Claim 28 is submitted to be patentable Chau in view of LyaU and Um. 

Claims 29 and 30 depend from independent Claim 28. When the recitations of 
Claims 29 and 30 are considered in combination with the recitations of Claim 28, Applicants 
submit that dependent Claims 29 and 30 likewise are patentable over Chau in view of Lyall 
and Lim. 

For the reasons set forth above. Applicants respectfully request that the Section 103 
rejection of Claim 15-30 be withdrawn. 

In view of the foregoing amendments and remarks, all the claims now active in this 
application are believed to be in condition for allowance. Reconsideration and favorable 
action is respectftiUy solicited. 



Respectftdly Submitted, 




Thomas M. Fisher 
Registration No. 47,564 
ARMSTRONG TEASD ALE LLP 
One Metropolitan Square, Suite 2600 
St. Louis, Missouri 63102-2740 
(314)621-5070 
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